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DETAILED ACTION 
This action is in Response to amendment filed on December 8, 2006 

Allowable Subject Matter 

The indicated allowability of claim 2 - 6, 9 - 13, 15 - 19, and 21 - 24 is 
withdrawn in view of the newly discovered reference(s) to Tarumi, Scarbrough, Roth 
and Howland. Rejections based on the newly cited reference(s) are followed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1, 14, and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Osamu (JP 7,299,955 A). 

In regards to Claim 1 , Osamu discloses a method of attaching a hologram film to 
printed matter, comprising: printing a pattern on a substrate 3 with UV curable ink 
(Section 0005, Lines 1-10); placing a holographic film (5, 8) over said pattern (Section 
0005, Lines 13-16); and curing said UV curable ink 4 with UV light (Section 0010, 
Lines 1 - 4; Generally known in art that UV ink is hardened by light; Section 0010, Lines 
5-15; also cured with heat rollers); wherein said curing causes said holographic film to 
stick to said pattern (Section 0010, Lines 5-15; Figure 1 , Item 5; Figure 2, Items 2, 4, 
8). 
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In regards to Claim 14, Osamu discloses a security label comprising: a substrate 
3 (Section 007, Lines 14 - 21); a pattern of UV cured ink 4 on said substrate (Section 
0005, Lines 1-10: Figure 1 , Items 3, 4); and a holographic film (5,8) over said pattern 
(Section 0005, Lines 13-16), adhering to the cured ink of said pattern (Section 0010, 
Lines 5-15; Figure 1 , Item 5; Figure 2, Items 2, 4, 8). 

In regards to Claim 19, as applied to Claim 14, Osamu further discloses wherein 
said UV cured ink has low adhesion properties (Section 0009, Lines 1 - 6). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 2-4, 15- 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Osamu in view of Howland et al.(Howland; U.S. 6,089,614). 

In regards to Claims 2 - 4, as applied to Claim 1, Osamu does not disclose 

wherein the UV curable ink has fluorescent, photo chromic, or thermo chromic 

properties. 

Howland discloses a security device in which indicia that can be printed with UV 
curable ink (Column 7, Lines 19-21). Howland further discloses indicia as first and 
second indicia 7, 9 that can have thermo chromic, photo chromic, and fluorescent 
properties (Column 8, Lines 12-18). Therefore it would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to have a UV 
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curable ink with various properties because it has been held to be within the general 
skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. 

In regards to Claims 15 - 17, as applied to Claim 14, please refer to the rejection 
for Claims 2-4. 

3. Claims 5 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Osamu in view of Roth (U.S. 5,889,084). 

In regards to Claim 5, as applied to Claim 1 , Osamu does not disclose the UV curable 
ink has bi-chromic properties. 

Roth discloses that it is well known in the art to have a UV curable ink that 
changes color, therefore having bi-chromic properties (Column 2, Lines 33 - 38). 
Therefore it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use a UV curable ink with bi-chromic properties 
because it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. 

In regards to Claim 18, as applied to Claim 14, please refer to the rejection for 
Claim 5. 

4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Osamu in 
view of Scarbrough et al. (Scarbrough; U.S. Pub 2004/0140665). 

In regards to Claim 6, as applied to Claim 1 , Osamu does not disclose wherein 
the UV curable ink is scratch-off ink. 
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Scarbrough discloses an image with an illusion of three dimensions using 
opaque ink which is UV curable (Paragraph 0064, Lines 12 - 20). It is known to one 
with ordinary skill in the art that many opaque inks are scratch off. Therefore it would 
have been obvious to a person having ordinary skill in the art at the time the invention 
was made to have a UV curable ink with that is scratch off because it has been held to 
be within the general skill of a worker in the art to select a known material on the basis 
of its suitability for the intended use as a matter of obvious design choice. 
5. Claim 7, 8, 13, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Osamu in view of Tarumi et al. (Tarumi; U.S. 5,631,107) 

In regards to Claims 7 and 8, Osamu discloses a method of attaching a hologram 
film to printed matter comprising: printing a pattern on a substrate 3 with UV curable ink 
4 (Paragraph 0005, Lines 1-10); placing adhesive 5b over said pattern (Section 0012, 
Lines 1-10); placing a holographic film 5a over said adhesive layer (Figure 1 , Items 
5a, 5b). 

Osamu does not disclose placing a transparent UV curable adhesive layer over 
said pattern and curing said UV curable adhesive layer with UV light; wherein said 
curing causes said holographic film to stick to said adhesive layer. 

Tarumi discloses a UV curing a transparent optical adhesive 1 1 for sticking a 
optical sheet, which can be a hologram film, onto a support plate 31 where the adhesive 
is treated to stick to the optical sheet 2 to a support plate (Column 4, Lines 44 - 55; 
Column 8, Lines 57 - 67 - Column 9, Lines 1 - 3 and 23 - 30; Figure 6, Items 2, 1 1 , 
31 ). Therefore it would have been obvious to a person having ordinary skill in the art at 
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the time the invention was made to use Tarumi's adhesive and foil in order to allow for 
the ink, adhesive, and film be cured and fastened together in one ultraviolet curing step. 

In regards to Claim 13, as applied to Claim 8, Osamu modified by Tarumi further 
discloses said UV cured ink has low adhesion properties (Section 0009, Lines 1 - 6; 
Osamu). 

In regards to Claim 20, Osamu discloses a security label comprising: a substrate 
3; an ink pattern 4 printed on said substrate (Paragraph 0005, Lines 1-10); and 
adhesive 5b over said pattern (Section 0012, Lines 1 - 10); a holographic film 5a over 
said adhesive layer, said film adhering to said adhesive layer (Figure 1, Items 5a, 5b). 

Osamu does not disclose a transparent UV cured adhesive layer over said 
pattern of ink. 

Tarumi discloses Tarumi discloses a UV curing a transparent optical adhesive 1 1 
for sticking a optical sheet, which can be a hologram film, onto a support plate 31 where 
the adhesive is treated to stick to the optical sheet 2 to a support plate (Column 4, Lines 
44 - 55; Column 8, Lines 57 - 67 - Column 9, Lines 1 - 3 and 23 - 30; Figure 6, Items 
2,11,31). Therefore it would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to use Tarumi's adhesive and foil in order to 
allow for the ink, adhesive, and film be cured and fastened together in one ultraviolet 
curing step. 

6. Claims 9- 11 and 21 - 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Osamu in view of Tarumi and Howland. 
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In regards to Claims 9 - 1 1 , as applied to Claim 8, Osamu modified by Tarumi 
does not disclose wherein the UV curable ink has fluorescent, photo chromic, or thermo 
chromic properties. 

Howland discloses a security device in which indicia that can be printed with UV 
curable ink (Column 7, Lines 19-21). Howland further discloses indicia as first and 
second indicia 7, 9 which can have thermo chromic, photo chromic, and fluorescent 
properties (Column 8, Lines 12-18). Therefore it would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to have a UV 
curable ink with various properties because it has been held to be within the general 
skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. 

In regards to Claims 21 - 23, as applied to Claim 20, please review the rejection 
for Claims 9 -11. 

7. Claims 12 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Osamu in view of Tarumi and Scarbrough. 

In regards to Claim 12, Osamu modified by Tarumi does not disclose the UV 
curable ink has bi-chromic properties. 

Scarbrough discloses an image with an illusion of three dimensions using 
opaque ink which is UV curable (Paragraph 0064, Lines 12 - 20). It is known to one 
with ordinary skill in the art that many opaque inks are scratch off. Therefore it would 
have been obvious to a person having ordinary skill in the art at the time the invention 
was made to have a UV curable ink with that is scratch off because it has been held to 
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be within the general skill of a worker in the art to select a known material on the basis 
of its suitability for the intended use as a matter of obvious design choice. 

In regards to Claim 24, as applied to Claim 20, please review the Claim 12 
rejection. 

Response to Arguments 

Applicant's arguments with respect to claims 1 , 7, 8, 14, and 20 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pradeep C. Battula whose telephone number is 571- 
272-2142. The examiner can normally be reached on Monday - Thursday 7:00AM - 
4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on 571-272-4475. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



PCB 

Patent Examiner 
February 15, 2007 
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